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^ APR 1 7 2006 ^ 

LEE & HAYES, PLLC 



April 13, 2006 



Re: Japanese Patent Application No. 2002-064292 
YourRef: MS1-762JP 
Our Ref: PH131247 

Title: GAME CONSOLE AND METHOD THEREOF 
In the name of: MICROSOFT CORPORATION 



Dear Ms. Sassman: 

This is to inform you that we received a first Official Notice of Rejection regarding the above 
referenced application from the Japan Patent Office. The reasons are as stated in the Official 
Notice. 

Enclosed please find 

( * ) the Official Notice; 

( * ) the cited reference(s); 

( * ) the prior art literature(s); and 

( * ) our comments. 



The due date for responding to this rejection is June 22, 2006 , although a three-month 
extension of term can be obtained, if necessary. 

Please let us have your instructions by June 1, 2006 at the latest. 

Kindly acknowledge receipt of this letter by return facsimile. 



Very truly yours, 



Tani & Abe 



:mh 
Ends. 



(Translation) 



OFFICIAL NOTICE OF REJECTION mailed on March 22, 2006 

Japanese Patent Application No. 2002-064292 



Reasons 



< Reason 1> 

The recitations of claims of the present application are 
deficient in the points below. Therefore, the present 
application fails to conform to the requirements prescribed under 
Section 36, Paragraph 6, Item 2 of the Japanese Patent Law. 



Remarks 



{ 1 ) Claim 2 recites that "the console application presents 
a user interface to facilitate access to multiple different media 
types". However, it is impossible to presume what specific 
information processing is carried out to implement the above 
function of the console application. Thus, the invention of 
claim 2 is unclear. 

(2) Claim 2 recites "media types". However, it is 
impossible to grasp the definition of this term. Thus, the 
invention of claim 2 is unclear. 

For the same reason, the invention of claim 4 is unclear. 

(3) Claim 4 recites "upon selection of corresponding 
selectable elements in the main menu" . However, it is impossible 
to grasp what feature is meant by "corresponding". Thus, the 
invention of claim 4 is unclear. 

(4) Claim 9 recites "a movie player". However, it is 
unclear whether it is the designation of amenu item, or otherwise, 
it is hardware resources for playing amovie . Thus , the invention 
of claim 9 is unclear. 

(5) Claim 24 recites "one or more computer-readable media 
comprising computer -executable instructions that, when 
executed, perform the method as recited in claim 18" . However, 
it is impossible to presume what feature of a computer is used 
to specifically implement the method as recited in claim 18. 
Thus, the invention of claim 24 is unclear. 
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<Reason 2> 

The invention ( s ) of the claim ( s ) of the present application 
as claimed in the claim(s) set forth below is (are) not deemed 
as being an industrially applicable invention. Therefore, the 
present invention(s) is (are) unpatentable as failing to meet 
the requirements provided under the main clause of Section 29, 
Paragraph 1 of the Japanese Patent Law. . 

Remarks 

Claims 18 to 24 

Claim 18 recites "a method comprising: presenting a main 
menu ... ; ... navigating to . . . ; ... navigating to . . . ; and . . . 
navigating to ... 

However, information processing by the software at each 
step is not specifically implemented by using hardware resources . 
Thus, claim 18 cannot be regarded as "a creation of technical 
ideas using a law of nature", and does not fall within "the 
invention" . 

For the same reason, claims 19 to 24 do not fall within 
"the invention". 

(The Applicant is requested to consider making an amendment upon 
study of Example 2-5 etc. given in Part VII, Chapter 1, pages 
36 to 40 of Examination Guidelines for Patent and Utility Model . ) 

<Reason 3> 

The present invention(s) as claimed in claim(s) set forth 
below would have been obvious to one having ordinary skill in 
the art, to which the inventions { s ) pertain(s), prior to the 
filing date of the present application, on the basis of an 
inventions ) described in the publication^ ) set forth below 
as distributed in Japan or foreign countries or an invention(s) 
made available to the public through the telecommunication line 
prior to the filing date of the present application. Therefore, 
the present invention(s) is (are) unpatentable under the 
provision of Section 29, Paragraph 2 of the Japanese Patent Law. 

Remarks (See a Reference List below.) 

Claims 1 to 24 
References 1 to 2 
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Note: 

Reference 1 discloses as follows: 

-- A concept of bit distribution business (e-Distribution) 
is announced at the occasion of release of PlayStation 2 . In 
this new business, data such as games, movies, and music will 
be distributed to PlayStation 2 by using a CATV network which 
is one of media capable of distributing a large amount of data 
at high speed. A specially-designed adapter for connecting a 
large -capacity hard disc to PlayStation 2 and a cable modem will 
be released at the occasion of start of the service which is 
scheduled for 2001. ... This bit distribution business is 
regarded as another media comparable to CD-ROM and DVD -ROM rather 
than service which brings added value to PlayStation 2. The 
aim is to establish software-online-distribution business ahead 
of competitors to obtain a top position in this market, {p. 16) 

In addition. Reference 2 (see page 21, lines 19 to 25, 
and page 26, line 23 to page 28, line 20 of the specification, 
and Figs . 1 , 5 to 7 , 13 to 14, and 17 to 20 in particular) discloses 
an invention of a set -top box having a feature for displaying 
a menu for selecting programs stored in a hard disk drive, and 
a feature for displaying a menu for selecting media. 

Since the inventions of References 1 and 2 are both directed 
to a system for outputting contents stored in a hard disk, it 
could have been obvious to one skilled in the art to reach the 
present inventions of claims 1 to 6 and 10 to 24 by applying 
the features of the invention of Reference 2 to the invention 
of Reference 1. 

In addition, needless to give an example, it is well known 
to use a feature for displaying an option menu in a method for 
displaying the menu. Moreover, as amatter of choice , oneskilled 
in the art could have decided what option menu is displayed, 
depending upon a device to be operated. Thus, it could have 
been obvious to one skilled in the art to reach the present 
inventions of claims 7 to 9 from the inventions of References 
1 and 2 and common technical knowledge . 

Reference List 

1. "PlayStation 2, Dreamcast, and 64DD: Aiming at Increasing 
Customers by Integration with the Net", Nikkei Trendy, No. 169, 
Japan, Nikkei Home Publishing Inc., July 25, 2000, Extra 
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Edition/Serial Number 169, pp. 16-19 

2. International Publication No. 00/33572 



Record of Search Result of Prior Art Literature 
Technical Field Searched: 
IPC, A63F13/00-13/12 
A63F9/24 
G06F3/00 
Prior Art Literature : 

1. "TV Incapable of Displaying Images", Nikkei Electronics, 
May 22, 2000 Issue, Japan, Nikkei Business Publications, Inc. , 
May 22, 2000, No. 770, pp. 141-158, ISSN0385 - 1680 

2. Japanese Patent Application Laid-open No. Hei 11-237941 



This record of search result of prior art literature does 
not constitute reason for rejection. 
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April 13, 2006 
Your Ref : MSI- 762 JP 
Our Ref: PH131247 
Japanese Patent Application No. 2002-064292 

Our Comments: 

The Examiner rejected this application as mentioned below. 
In connection with the examined claims and specification , please 
refer to our translation of the Official Notice of Rejection. 
And please refer to "claims now on file" in our letter dated 
March 23, 2005. 

<Reason 1> 

With respect to reason 1 , the Examiner pointed out that 
the descriptions of the claims are not tangible. To overcome 
this reason 1, amendments of the claims seem to be necessary. 
Regarding the following, consulting with the inventor (s) of 
the present invention, please let us have your instructions. 

With respect to remarks ( 1 ) - ( 4 ) , claims 10-23 do not have 
reason 1 and claims 10-17 seem to be limited claims for claims 
1-5. Therefore, if claims 1-9 maybe canceled, you may be able 
to overcome this remarks ( 1 ) - ( 4 ) . 

With respect to remark ( 5 ) , claim 24 may need to be amended 
so that a CPU which is a subject of the operation performs 
instructions. For example, it may be better that claim 24 

recites " comprising computer -executable instructions 

that causes a processor to perform the method as recited in 
claim 18 " . 

<Reason 2> 

With respect to reason 2 , the Examiner pointed out that 
the relationship between software and hardware resources is 
not clear in the description of claims 18-23 and the claims 
are not statutory. 

Therefore, it is necessary to amend claims 18-23 so that 
the way that the software cooperates with the hardware resources 
is specifically recited. The claims should be amended to 
express the manner how the program or software cooperates with 
the computer. In the claims, you had better incorporate the 
computer element ( s ) into each step. In other words, it is 
necessary to specify the manner that each step is performed 
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by the cooperation of the program with the hardware means. 

For example, the claims should be amended so that they 
become clear that components is created (or loaded) on a memory 
by a CPU which is a subject of operation, and that the program 
corresponding to each processing of the components is read from 
the memory to be performed by the CPU . 

(Note) You can get "EXAMINATION GUIDELINES FOR INVENTIONS 
IN SPECIFIC FIELDS" of Japanese patent law from the following. 
Please refer to it . 

http: //www. jpo . go . ;jp/quick_e/index_tokkyo .htm 
http: //www. jpo.go. ;jp/tetuzuki_e/t_tokkyo_e/1312-002_e.htm 
http: //www. jpo.go. ;jp/ tetuzuki_e/t_tokkyo„e/Guidelines/Part 
VII-1 .pdf => It has Example 2-5 etc. that the Examiner suggests . 

<Reason 3> 

With respect to reason 3, the Examiner stated that there 
is no substantial difference in constitution between the 
invention of cited references and the claimed invention, and 
the claims are easily derived from the references. 

Therefore, in order to clarify the difference between 
the present invention and the cited references, it seems to 
be necessary to limit the claims somewhat to the embodiment. 

For example, since claims 10-17 seem to be limited claims 
for claims 1-5 and claim 18 seems to correspond to claim 17, 
we recommend you to cancel claims 1-9 and incorporate claim 
17 into claim 10, and further limit new claim 10 and original 
claim 18. 

Regarding the amended claims, it is necessary to explain 
what is important to assert the difference between the cited 
references and the present invention and argue the "ADVANTAGEOUS 
EFFECTS" of the present invention compared with the cited 
reference, in an argument. For example, some of the 
advantageous effects seem to be described at line 10 on page 
1 and at lines 8 and 12-15 on page 2 of your original application. 

<Note> 

It is necessary to explain the ground for the amendment, 
i.e., it is required that the correspondence parts of the 
specification to which the new claims correspond are pointed 
out in the argument. For example, we will point out those in 
the argument such as "Claim 1 now recites means for selecting 
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This recitation is supported by page 40, lines 16-18. The 

support for means for sending is page 40, lines 12-15. Claim 

2 is supported by Page 39, lines 33 - 35 Claim 3 is 

if you have instructions . 

After reviewing your reply for the above and the new claims 
from you, we will respond to this rejection. Please let us 
have your instructions about amendments of the claims /the 
specification and remarks against the rejection. The due date 
for responding to this rejection Is June 22, 2006. Here, a 
three-month extension is available. 



JS: 
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